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COURT OF SESSION, SCOTLAND.

Before LORD KYLLACHY (Ordinary).

July 8th, 9th, 17th and 18th, and October 18th, 1890.

IN THE INNER HOUSE.

Betore THE LORD JUSTICE CLERK, I-olORDS YOUNG, RUTHERFORD, CLARK, 5
and TRAYNER.

January 2~th and 30th, and February 3rd and 27th, 1891.

MILLER AND CO. v. THE CLYDE BRIDGE STEEL COMPANY, LIMITED.

Patent.-Alleged injringement.- Vall~dity of patent.-Anticipation alleged
and denied.-Priority.-Want of ut£lity.-lllant of subject-matter.:-: 10
Repugna.ncy between proinsional and final epecification.s-Uombination.:-:
Denial of infrinqement.s--Cross patent-s-Substantial identity.-Oolourable
variations by means of mechanical equivalents.- Vertical hydraulic cylindelCJ

embraces vertical oscillating hydraulic cyll~nder.-Questiot~of fact for jury.
The assignee of a patent (1885, No. 4236) for improuements in machinery 15

for rolling metals, brought an action of suspension. and interdict against an
alleged infringer on the ground that the material part of a patented combina
tion had been used by him., The material part consisted of a titter forming a
conuenient means for turning and mouinq transversely across the feed rollers
bars or slabs of metal when being conducted along the feed rollers touiards the 20
grooves of the rolls. The Specification further described improoed arranoemente
of hydraulic apparatusfor acting on ingots or blooms Of' masses of metal after
each lJasBage between, the rolls" so as to turn or assist in mouinq them into the
" positionsfor passing through the successive grooves of the rolls," according
to tVJO alternative modifications, in both of which vertical hydraulic cylinders 25
with lifter heads attached to their rams, icere distinctive features for actuating
by a direct upioard thrust the tilting process by ichicn the metals were turned
into their positions for passing through the rolls. The principal ground of
action uias that the machinery used by the Respondents (Defendants) embracing
an oscillating vertical hydraulic cylinder as a mechanical equivalent for the 30
stationary vertical hydraulic cylinder in Pursuers' patent, was substantially
the same. The Defenders maintained there were substantial differences, and

· that these' variations were a patentable improvement on the Complainers'
patent. Held, by the Lord Ordinar~r,followingClark v. Adie, L.R. 2, AJJp. Oases
315, that the adoption of the substantial part of a combination oonstituted in- 35
fringement, and that there had been such infringement in this case. The

· Defenders reclaimed.
Held, by the Inner House, that there had been no infrinqemeni.
In 1885 Letters Patent, No. 4236 of 1885, were granted to Finlay Finlayson"

for" Improvements in machinery for rolling metals." The Specification stated 40
as follows :-" My said invention comprises improvements which are applicable
" to various classes of rolling mills or machinery for rolling metals, and which
"are of special advantage in connection with the rolling mills, sometimes
," termed cogging mills, through which steel ingots or wrought iron blooms
"are first passed. The improvements are also applicable to roughing or 45
" intermediate rolling mills, and in some cases also to finishing rolling mills"
'" My invention comprises improved arrangements of hydraulic apparatus for

· " acting on the ingots or blooms or masses of metal after each passage betwep,n
" the rolls, so as to turn them and move them or assist in moving them into the

, ~, positions for passing through the successive grooves of the rolls. In carrying 50
,.,' out my invention, according to one modification I employ pairs of short
"vertical hydraulic cylinders placed in suitable positions between the rollers
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" on which the masses of metal are moved when being passed to and from the
" cogging or other rolls. The rams of the hydraulic cylinders act by means of
" lifters so as to turn the mass of metal and at the same time move it so as to
" become opposite to different grooves or passes of the rolls. In a second

5 "modification instead of employing two or more pairs of stationary vertical
" hydraulic cylinders, a single pair of such vertical hydraulic cylinders may
" be used and this pair may be made movable on horizontal guides into the
" successive positions corresponding to the several grooves or passes of the rolls,
"one or more horizontal hydraulic cylinders being arranged to move the

10 "vertical hydraulic cylinders as required. The hydraulic cylinders are worked
" by means of an accumulator in the ordinary way, and their pipes are all led
c, to a platform where the valves are arranged so as to be directly controlled by
" an operator having a full view of the action of the machinery:

" And in order that my said invention and the manner of performing the
15 "same may be properly understood, I hereunto append two sheets of explanatory

"drawings to be hereinafter referred to and representing my improved
"apparatus. The modification having stationary vertical hydraulic. cylinders
" is shown on sheet, 1, of the accompanying drawings, figure, being a sectional
"plan and figure, 2, an elevation. Figures, 3 and 4, on sheet; ,2, are a

20 ., sectional plan and an elevation of the second modification which has
" traversing vertical hydraulic cylinders. In these drawings the same reference
" numerals are used to mark the same or like parts wherever they are repeated."
After describing figures 1 and 2, the Specification concluded :-"In the
" modification shown in figures, 3 and 4, the hydraulic cylinder, 9, of which

25 "there is only one pair, are mounted on wheeled trucks,17, running on rails,
" 18; or they might be carried on slides fitted to traverse on horizontal
"guides. The trucks, 17, are connected to the piston rods, 19, of two hydraulic
" cylinders, 20, fixed horizontally and arranged to be worked in concert by
" means of branch pipes, 21, 22, connected to single pipes, 23, 24, which extend

30 "to the valves and gear at the controlling station. A single cylinder might
"be substituted for the two horizontal hydraulic cylinders, 20, its piston
"rod being connected to a cross bar connecting the two trucks, 17. The
" water for working the vertical traversing hydraulic cylinders, 9, passes through
" a fixed pipe, 25, which enters through a stuffing box into a larger pipe, 26,

35 "carried by brackets, 27, on cross bars, 28, connecting the two trucks, 17.
" Having now particularly described and ascertained the nature of my said

'" invention and in what manner the same is to be performed I declare that
", what I claim is, I.-The combination of apparatus for turning over and
" moving metal masses in machinery for rolling metals substantially as herein-

40 "before described with reference to figures, 1, and 2, of the accompanying
"drawings. 2.-The combination of apparatus for turning over and moving
" metal masses in machinery for rolling metals substantially as hereinbefore
" described with reference to figures, 3 and 4, of the accompanying drawings.
" 3.-The combination of the directly-acting vertical hydraulic cylinders with

45 "their tilting lifters substantially. as and for the purposes hereinbefore
"described. 4.-The combination of the fixed horizontal hydraulic cylinder or
" cylinders with the traversing vertical hydraulic cylinders substantially as
" and for the purposes hereinbefore described."

The patent was assigned to ...Miller and Co., of the Vulcan Foundry, Coat-
50 bridge, Lanarkshire, who complained that the Clyde Bridge Steel Co., Ltd.,

had erected and were using in their works at Cambuslang, near Glasgow,
machinery made substantially in accordance with their (the Complainers')
Specification. The Complainers wrote to the Respondents pointing out
the infringement. They (the Respondents) refused to admit infringement, and

55 the Complainers accordingly, in November, 1889, brought an action asking the
Court to interdict, prohibit, and discharge the Respondents, during the
continuance of the letters patent, from manufacturing, selling, disposing, or
using any product made in accordance with the invention.

The nature pf the Complainers' invention, its manner of working, and the

11509 BB 2
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circumstances of the alleged infringement are sufficiently set forth in the
opinions of judgments of the learned Judges given below.

The Respondents, in their defence, stated that they used in connection
with their business machinery constructed substantially in accordance with
an invention of Thon~((.s Williamso)~, Walter Neilsort, and H1tgh Neilson, for 5
which letters patent, No.7460 of 1887, were granted in their favour. These
letters patent were for "Tmprovements in apparatus for turning over ingots
'~ or slabs on feed rollers, traversing and guiding them in cogging or rolling
,. mills." They pleaded that the Complainers' alleged letters patent were
invalid for want of subject-matter, and on account of disconformity between 10
the Provisional and Complete Specifications, and also because the alleged
invention had been publicly known and publicly used before the date of the
alleged letters patent within the meaning of the Patent Acts, and that there
was no ingenuity or invention displayed in the said invention, and the same
was of no practical utility. The final Specification was disconform to the 15
Provisional Specification, and claimed an invention different from, or not
embraced in that disclosed in the Provisional Specification. The said alleged
invention was publicly known before the date of the letters patent founded on.
In particular, the said alleged invention was published in the following lett ers
patent and relative Specifications :-Riley's patent, No. 1068 of 1884; Richard's 20
patent, No. 14,747 of 1884; Lake's patent, No. 3104 of 1873; Naslnytli's patent,
No. 2744 of 1854; Davey's patent,2992 of 1883; and Evan's patent, No. 2590
of 1883. The said alleged invention was publicly used before the date of the
letters patent founded on. It was so used, and, in particular, hydraulic cranes,
in which the Complainers' alleged invention was employed, were so used in and 25
prior to 1883 and 1884 at the Blaenavon Iron and Steel Works, Monmouthshire,
and at the works of Davy Brothers, Sheffield, and in and prior to 1883, 18R4, and
1885, at the Forth Bridge Works, and at the Blochairn Iron Works, Glasgow, the
Silloth Docks, and the works of Mr. Arrol, contractor for the Forth Bridge.

The Lord Ordinary having considered the cause with the proof, granted 30
interdict as craved. The grounds of judgment are stated, in his Lordship's
opinion, as follows :-

Lord KYLLACHY.-In this case the Complainers are the owners by assignation
Of certain Letters Patent which were granted in the year 1885 to Mr. Finlau
Finlastson, and they seek interdict against the Respondents continuing to 35
infringe those Letters Patent, which they say the Respondents have for some
time done. '

The invention relates to "Improvements in machinery for rolling metals,"
and it has for its object the provision of convenient means for turning and
moving transversely across the feed rollers the bars or slabs of metal which 40
are being conducted along the feed rollers towards the grooves of the rolls.
Those grooves are of various sizes, and are arranged transversely across the
feed rollers; and, speaking generally, each bar or slab is first passed through
a groove of larger size, and being then turned over and placed in position,
is next passed through a second groove of smaller size, and so on successively 45
until the mass of metal obtains its ultimate and desired shape.

Th-e mode in which this object is accomplished is by placing underneath
the feed rollers, at suitable intervals, vertical hydraulic cylinders, out of which
issue vertically rams or pistons fitted with crossheads and lifters, by the
action of which upwards, the bars or slabs are turned or tilted over RO as to 50
occupy successive positions opposite the respective grooves of the rolls.
There are two modifications of the invention. Under the first the hydraulic
cylinders are stationary, and are two or more in number, so as to complete
the passage of the bar or slab across the feed rollers. Under the second
modification the cylinder moves on wheels under and across the feed rollers, 55
the necessary transverse movement being produced by horizontal cylinders
with pistons or rams working from the side of the apparatus.

There is, I think, no question involved as to the construction of the Specifi
cation, or of the relative claims. There are four claims in all. The first
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claim claims the first modification as a whole. It is, in short, a claim for
the apparatus shown in drawings 1 and 2. The second claim is for the second
modification, also as a whole, that is to say, for the apparatus shown in drawings
3 and 4. The third claim is, for practical purposes, identdcal with the first. In

5 terms it is narrower, but for the purposes of the present case it was, as I under
stood, conceded that the difference was not material. The same observation
applies as between the fourth claim and the second. The Respondents' machine
is said to be an infringement of all the claims, but the Complainers are, as I
understand, content to rest their case on the proposition that the Respondents

10 have taken in substance the Patentees' second modification, that is to say, the
total combination embraced in claim 2.

The construction of the Specification being clear, there is not, as it seems to me,
much room for argument as to the utility of the invention or the sufficiency of
the Specification. The evidence is, indeed, conclusive of the utility of the

15 invention in" both its modifications; and with respect to the sufficiency of the
description, the only point made, as I understood the Respondents' argument,
was that in describing the working of the second modification the Patentee
omits to state that at one stage of the operation the apparatus requires to be
aided by the hand of the workmen, or by the employment of a bar or pinch. It

20 cannot, I think, be denied that, at all events, as applicable to some kinds of work,
this criticism of the Specification is just. But I am unable to agree with the
argument that the Specification is thereby shown to be misleading. The answer·
is, I think, sufficient that according to the evidence no workman could have
doubt or difficulty as to what requires to be done; and, moreover, that no

25 invention of the kind can be absolutely and in all cases independent of occasional
manual assistance. The case is obviously different from that to which it was
sought to be assimilated, viz., the specifying of two alternative modes of doing
a thing, when, in fact, only one of the two modes is effectual. In SUCll a case
the Specification is of course misleading, and is bad, as not enabling a workman

30 of ordinary skill to perform the invention. But, as I have said, there seems no
room for such a suggestion here.

Again, it does not appear to me that there is any serious case of anticipation.
The two previous inventions relied on, viz., those of Eva,ns and Richards,
involve, as I think appears on a glance at the models, quite different arrange-

35 ments from those of the Complainers' patent. In Evans' apparatus the cylinder
is horizontal, not vertical. Moreover, it is not direct acting, but acts through a
complicated arrangement by which a toothed bar attached to the piston actuates
a toothed wheel, which in its turn actuates a revolving shaft fitted with a cam
or eccentric, by means of which the necessary vertical motion is obtained. In

40 Richards' apparatus, on the other hand, while the cylinders are also horizontal,
the whole apparatus is above the rollers, and the result is a complexity of strains
the absence of which is the main or one of the main features of the Complainers'
invention.

The serious question in the case is the question of infringement. And here
45 I have felt the case to be narrow and difficult, and I cannot say more than that,

dealing with the question as a jury question, and giving full effect to the differ
ences on which the Respondents rely, as between their apparatus and that of
the Complainers', I have not been able to hold that those differences are suffi
cient to take the Respondents' apparatus outside the patent. It is unnecessary

50 to go into details. Except in the presence of the models it would be difficult to
make the pricise points of difference intelligible. It is right, however, to say
that I quite recognise the principle that, to infringe a patent for a combination,
it is not enough that a part or even a material part of the combination shall be
taken. The combination must, in a reasonable sense, be taken as a whole. On

55 the other hand, I hold it to be equally clear that it is not necessary to infringe..
ment that every part of the combination shall be taken, or that there shall be no
additions and no improvements, or that the differences which exist shall be
merely colourable, and introduced for the sake of difference. On the contrary,
as expressed by Lord Cairns in OZark v. Adie (L.R. 2 App. Cases 315), it is, as.

 by guest on M
arch 21, 2016

http://rpc.oxfordjournals.org/
D

ow
nloaded from

 

http://rpc.oxfordjournals.org/


202 REPORTS OF PATENT, DESIGN, [May 20, 1891.

Miller and 00. v. The Olyde Brid,qe Steel OomJJany, Limited.

I understand the law, enough, if it appears that, making due allowance for all
differences, the alleged infringer has taken the substance-the pith and marrow
of the combination. Applying that as the rule, it appears to me-sitting as a
jury, and dealing with the question as a jury question-that the Respondents
have here infringed the Complainers' patent. I do not say that the two 5
combinations are identical, but, in the sense I have explained, I consider it
proved that the Respondents' combination is a mere modification of the Com
plainers', and therefore that the Complainers are entitled to my verdict.

The Defenders reclaimed to the Inner House (First Division). The case was
transferred to the Second Division. 10

Graham Murray and Ure (instructed by J. and J. Ross, W.S., Edinburgh,
for Maclay, Murray, and Spens, Writers, Glasgow) appeared for the Reclaimers
and Defenders; The Dean oj Faculty (Balfour, Q.C.) and Shaio (instructed
by John Rhind, S.S.C., Edinburgh, for Lindsau, Meldrum, and Oatts, Writers,
Glasgow) appeared for the Pursuers and Respondents. 15

Graham Murray and Ure, for the Appellants.-The patent granted to
Finlayson is bad because it is clear on the evidence that mechanical or manual
assistance is necessary to bring the slabs into position opposite the particular
moulds or grooves after their passage through the first one, whereas the final
Specification neither specifies nor implies the necessity of such assistance. The 20
reasoning of the Lord Ordinary as to the effect of the Patentee's omission to
state at one stage of the operation that the apparatus requires certain assistance
is unsound. The first modification is made part of the first claim, and the
phrase "turning and moving" necessarily means that more is produced by the
" moving" than by the simple "turning" of the metal itself. This is not in 25
actual operation attained, and accordingly the patent is void in respect that one
of its processes is inept. Simpson v. Holliday, L.R.l, E. and I. App. Ca. 315, and
specially Lord Oranioorth's judgment, p. 322. [The LOUD JUSTICE CLERK.
There is a clear distinction between that case and the present.] We say the
case is in point. All the scientific witnesses say "spanners" were seen in 30
operation in the case of machinery supplied to Merry and Cunninqharn at
Glengarnock, by whom the patent had been practically abandoned in their
bolting the jaws of the lifters to the cross heads and preventing oscillation.
Very little assistance, if deftly applied, would effectuate tilt in the Pursuers'
machinery, but then it was essential to set this out in the Specification. The 35
vertical thrust of the Pursuers' patent was not wholly new. The turning over
motion was present in Evans' patent, and it was still better accomplished in
Richards' patent. Pursuers' patent made improvements, it was admitted, upon
both of these; but the Pursuers' patent fell to be construed strictly in their
light. From the Specification there were seen the construction of the lifter 40
head, the arresting stop movement of piston rod along with parallel rod by
which curved action is given to the tilter head, but the Specification failed to
disclose what does undoubtedly happen in actual practice, that when the slab
was partially overbalanced, it fell into the jaws from their construction, and so
aided the tilting movement. Nothing was said in the Specification about this, 45
and the evidence shows that it results in a great disadvantage. The second
modification was, in truth, the same as Richards' and Evans' patents; no doubt
these patents only entered into the case by way of dilemma. Everything in
Pursuers' patent was to be found there, except the direct vertical thrust. The
question is, does this em brace the idea of an oscillating cylinder? By no rule 50
of construction could the Pursuers' patent for a vertical hydraulic cyclinder
include an oscillating vertical cylinder. The skilled witnesses proved that a
vertical 'cylinder meant, among mechanics, a cylinder fixed or rigid in the
vertical position, and that this was exclusive of the idea of oscillation. 'I'his
was the distinct variation of the Defenders' patent upon all previous patents, 55
including the Pursuers', and just as Pursuers' patent contained patentable irn
provements upon Richards' and Evans' patents, so the variation invented by
Defenders was capable of protection as a further improvement. But assuming
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validity of patent, there had been no infringement. The contention that there
is no distinction between vertical and oscillating cylinders is contradicted by
the evidence, and by the second patent obtained by the Pursuers in 1889.
No. 3185, ., to render parts of the apparatus described in their prior patent

5' "advantageously applicable for turning over slabs in different directions."
The difference is not verbal but material in the distinctive effects produced by
the different mechanisms. Then the Pursuers' patent required manual
assistance, while this was entirely obviated by the Defenders' patent . The
Pursuers' patent could not roll "bent" or uneven pieces of metal, which was

10 accomplished easily by the Defenders' patent in its curved action making, as the
result of the hydraulic pressure, the cylinder move irr the path of a curve.
The Pursuers' patent was said to be "cut in two" by Defenders' device, but
admitting this, it inferred the destruction of Pursuers' patent, as it consisted
of a single tilter acting in one way only, whereas Defenders' had two tilters

15 acting in any way. These practical advantages were an excellent commentary
on the allegation, as held by the Lord Ordinary, that "the pith and marrow"
of Pursuers' patent had been taken. The Defenders had made out a case for
the reversal of his judgment.

The Dean of Faculty and Shaw for the Respondents (Pursuers).-The nature .
20 of Finlayson's patent was eminently subject-matter for a good patent. All the

witnesses are agreed that the arrangement in Evans' patent was very complicated
and involved great waste in its method of action. It was unused in the trade.
There was nothing of the nature of a direct vertical thrust in Richard's patent,
Its action was above the level of the line rollers, whereas in the Pursuers, the

25 direct action came wholly from below. There was only one of Richards'
machines said to be in existence-at Birmingham-but it was not known to any
one in Scotland. Finlayson's patent, of which the third claim was the most
important, by a cross head on the top of ascending piston catching the ingot
on one side and allo wing it to fall into the tilting lifter, secured all the

30 advantages of Richards' and Evans' patents without their defects and loss of
power. Only half the power was necessary for Finlayson's patent in contrast
to Richards', which improved on Evans' in gripping the slabs on both sides
instead of one. Only one shock of one cylinder was necessary in Finlayson's.
A vertical cylinder includes the idea of vibration or oscillation. It so appeared

35 from the evidence. The mean position is still vertical, although the cylinder
might oscillate within say 10°. There was no notice of rigidity in Pursuers'
patent. [Lord TR.A.YN~R: There does not seem to be any distinction whether
the same result is produced by an oscillating indirect or direct vertical action.]
In both Pursuers' and Defenders' patents the propulsion is upward. The

40 critical objections to the Specifi.cations, and particularly to the expression" or
" assist in moving" does not mean that the slabs are so moved as after each tilt
to be placed "mathematically opposite" the next groove. Clark v, Adie,
L.R. 2 Ap. Cas. 423. [Lord TR.A.YNER: But does it not mean that the
result of the tilt is to place them in position to go through each successive

45 groove without any interference?] Practically such is the case with the
Pursuers' patent. But when there is no promise or undertaking in the Specifi
cation that the machine will always and invariably perform the double process,
the onus lay upon the Defenders to prove this, and also to show that no
ordinary skilled workman acquainted with such apparatus would be ignorant of

50 the very slight assistance occasionally necessary to be applied in putting the
slabs into position for the appropriate grooves. 'I'he merest push was sufficient.
This was clear from Pursuers' witnesses, and Defenders had failed to adduce
any evidence of skilled workmen by way of contradiction." In Crossley v.
.Beverley, 3 C. and P. 513, nothing was said by the Patentee in his Specification

55 as to the necessity for a condenser in a gas apparatus, but any intelligent' work
man was bound to know this; so here also. There was nothing" in the
.A..ppellants' argument as "to the practical 'inutility of the first modification as in
operation at Glengarnock works. Merry and Cunningharn found ,it con
venient for all their purposes to bolt the jaws of the lifter to the cross' heads.

60 No one could object to their doing so if they choose.
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On the question of infringement. The Defenders had taken the direct action
and the upward thrust with the application of hydraulic force to effectuate the
same end aa Pursuers, viz., to tilt the slab on its edge. The division of the
traversing carriage did not exclude infringement, for this could not be done
without borrowing all the leading features of Pursuers' patent. The evidence 5
showed that Defenders' machine was considered as a mere duplication of
Pursuers' apparatus. The splitting up of the carriage was further no improve
ment, and it entailed the cost of two machines of £240 in place of £120. The
action of the Pursuers' patent was moreover quicker than the Defenders'.
Harrison v, Anderston Fouruiru Compeau) (1 L.R. Ap. Ca., 574) was directly 10
in point in these circumstances. The merit and novelty of the new relation
and purpose to which Pursuers' patent was put made the combination by itself
patentable. The course of decision since this case was clear to the effect
that the combination is infringed if the substance is taken although certain
parts may be varied by resorting to mechanical equivalents. Proctor v. Bennis 15
(4 R.P.C. 333..36, L.R. Ch. Div. 740), and specially the Judgment of Cotton, L.J.
Now, was the fact of oscillation in the Defenders' patent not such a mechanical
equivalent or variation of the nature indicated by Cotton, L.J., in that case?
The oscillation in the Defenders' cylinder was simply an expedient to attain the
same oscillation found in the moveable tilter head of Pursuers' patent. It was 20
used by the Defenders in the same circumstances as the present for the very
same object, and in the same kind of mills. Both were vertical in the direction
of the tilting cylinders. They were substantially the same, and the Lord
Ordinary trying the case as a jury had so held. The Court was therefore
precluded from reviewing the evidence and their duty was to apply the law 25
as laid down in Harrison v. Anderston Fourulru Company and Proctor v,
Bennis.

Their Lordships made avizandum, and at advising--
The LORD JUSTICE CLERK.-My Lords, this is a suspension and interdict in

which the Complainers ask an interdict against the Respondents using a machine 30
for the purpose of turning or moving bars or slabs of metal with the object of
passing them between the rolls of a rolling machine, by which large masses of
heated metal are rolled into a particular shape, and, I suppose, given more
tensile strength by the rolling process. The Complainers found upon a patent
issued to them in the year 1885, and in particular they found upon the combina- 35
tion of apparatus described in their second claim,-a combination of apparatus
,. for turning over and moving metal masses in machinery for rolling metals,
" substantially as hereinafter described with reference to Figures 3 and 4 of the
"accompan-ying drawing." N O'V, 'v hen we look at Figures 3 and 4 of the
drawing, we get a very clear indication of what the Complainers patented. The 40
machine consists of rollers having notches in them of different sizes and wid ths,
for the purpose of rolling masses of metal ; and the metal after it has been
passed through one part of the rolls requires to be passed across certain rollers
in which it runs itself towards the rolls in order to ·pass into the new part of
the rolls, for the purpose of being further rolled into shape. This is done in 45
the Complainers' patent by means of a carriage or carriages carrying on the top
of them a tilter, which has on the top of it what is called the tilter head, on which
the masses of metal are intended to lie, t50 that they may be moved. When it
is on one uf these tilter heads it is moved from one side to the other so as to get
opposite the proper place on the rollers, by means of a hydraulic press, the 50
piston of which moves in a horizontal direction and passes the carriage along.
The carriage itself contains another' hydraulic press, which has a vertical piston
by which the tilter and the lifter or tilter head may be raised and lowered.
These are the su bstantial features of the arrangement, with one further and
particular part which consists of a tipping arraugement, if I may so call it, by 55
which the tilter head or lifter can, at a certain stage of the process, be made
suddenly to tilt over in a particular direction, for the purpose of 'facilitating the
operation of turning the masses of metal. That is accomplished by the upper
surface of the tilter and the lower surface of the tilter head or lifter not being
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made on one surface, the tilter being bevelled off at one side downwards, and
the lifter being bevelled off on the same side upwards, so that the lifter or head
can drop down a certain distance. The timing of the drop down is arranged by
means of a rod attached to the lifter, and the lifter being made free to turn upon

5 the spindle, the rod attached to the lifter passes through part of the frame of
the cylinder of the hydraulic piston below, and has a nut-head on it so that
when the lifter has risen to a certain height the nut-head comes in contact with
part of the frame, and the rod being thus prevented from rising along with the
tilter, the lifter is brought down to the bevelled edge. I think I have now

10 described all the particular features of this combination; and the question is
whether the Respondents have adopted this combination. I think I may take
the words of the Lord Ordinary, that the combination must be in a reasonable
sense taken as a whole; and the question is whether the Respondents have
taken this combination as a whole. I quite concur with the Lord Ordinars)

15 that it is not. to be taken in an absolute, but in a reasonable sense. Now, the
Respondents' machine has the horizontal cylinder with the ram for the purpose
of moving the carriages from side to side, and in that respect there is no
difference between it and the machine of the Complainers, except, as I shall
afterwards point out, that it applies to several machines (instead of to one

20 effecting the same purpose. But the Respondents' machine is alleged to have
these differences, 1st, that there is no solid tilter head. at all into which the
mass of metal is to be brought to fall or set itself so as to be moved opposite the
rollers, but that instead of that the Respondents use two entirely' separate
instruments for the purpose of adjusting and placing the piece of metal.

25 Their lifter consists of a rod coming from a hydraulic ram, and on the top of
it there is, if I may so describe it a hand which, under the motion of the
piston of the hydraulic cylinder, makes a sweeping motion under the piece
of metal to be moved, raising it up, and at the same time turning it round
in the natural curve, which it takes in order to take a new position; while

30 on the other side, and entirely separate from that which I shall continue to .
call a hand, there is another hand for the purpose of meeting and steadying
it into position, and then, after it has got into position, it is moved between
these hands--of which there are two sets-towards the rollers, for the purpose
of being rolled. For the purpose of securing the curved motion of this hand,

35 the cylinder which is moved upon the carriage is an oscillating cylinder, and
the hand is made fast to the framework of the cylinder by an axle or spindle
on which it can turn at the lower side,-at the side nearest the mass of
metal. When the force is applied by the hydraulic ram, this hand being
free to turn at" one end and being pushed by the rod or piston of the

40 hydraulic cylinder, movesslowly round in a curved direction, in the direction
in which the mass of metal has to move. Of these there are, as I have said,
two sets. The plate is, as it were, held between two sets of hands,-set up and
kept between two sets of hands, which have small holes in them to admit
of the mass of metal being' rolled along between them towards the rollers.

45 Now the question is. is that combination which is adopted by the Respon-
dents in any reasonable sense a taking of the combination used by the
Complainers? My Lords. after giving the matter very careful and full
consideration, I have come to the conclusion that it is not. It seems to me
that the purpose and intention of the instrument of the Complainers is to

50 raise up the metal, pushing it straight upwards, and then the metal having got
. to an angle by being pushed straight upwards at one side, and its other side

being a certain distance down, by a sudden shock or tilt to throw it. up at right
angles to the position, which it held before, into a fixed head on the end of the
tiIter or piston rod. On the other hand it seems to me that the purpose and

55 intention of the Respondents' machine is to take the piece of metal and raise
it np by getting below it on "the side at which it is being raised, and by a
curved motion slowly and steadily to set it up into position, while checking
and holding it from falling over by what I have already called a hand applied
on the other side, the t\VO machines being absolutely separate, and
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there being in no sense any vertical motion at all in the action of
either of them. These two hands follow a curved motion in all their
actions, and have oscillating cylinders for that purpose. With regard to the
oscillating cylinders I shall only say in passing that I think a great deal of
time was wasted in this proof as to the technical meaning of vertical or 5
oscillating cylinders, and as to whether an oscillating cylinder if set in an
upright position could not be called a vertical cylinder. I do not think anything
turns upon that at all, and I think the object which the Respondents had in
having that curved motion might have been quite well fulfilled by other means
than an oscillating cylinder; for, if I am not mistaken, we have evidence in 10
this case that the Com.plainers themselves have adopted an arrangement by
which they get this curve motion by a different means altogether-by a
mechanical arrangement called the link motion. And, therefore, I do not
think anything turns on the question what is the proper name for this or that
cylinder technically. The object of having the oscillation is to produce a 15
curved motion in these separate hands, and to make them act as the hands
of a man would act if a piece of wood was being turned from a horizontal
and fiat position to an upright and edged position. The device of the
Complainers is, I think, a totally different one, and, therefore, on the whole
matter, I have come to the conclusion that the Lord Ordinary has erred in holding 20
that the Respondents have in any reasonable sense adopted the combination
of the Complainers as a whole, and being of that opinion, I think the Lord
Ordinary's interlocutor IuUSt be recalled, and that we should refuse the
prayer of the Petition.

LORD YOUNG.-I concur. 25
LORD RUTHERFORD CLARK.-The Pursuers' patent is for a combination.

There are four claiming clauses, but each claims a combination. It is not
necessary to distinguish the separate inventions which are claimed in the
separate clauses. It is sufficient for the purposes of this case to say that in
each combination the "lifter" is included as an essential part. Nor is it 30
requisite to examine the claiming clauses more minutely; for there is no
dispute as to their just construction. I am simply adopting the construction
which the Pursuers put on them, and I think they rightly put on them. The
., lifter," which is thus an essential part of the combination, is the apparatus
which the Patentee uses for turning the masses of heated iron when lying on 35
the rollers. The lifter is a species of fork. One prong lifts and tilts the metal
over, which is received in the hollow of the fork, and is kept in its place by
the other prong. The metal is thus placed and kept in a suitable position
for entering into a new set of rolls. There is an ingenious contrivance by
which additional tilting power is given to the lifter, but I need not describe 40
it. The lifter is attached to the ram of a hydraulic engine which is placed
under the rollers. According to one modification-and it is this only which
I am considering-the engine is placed on a moveable carriage so that the
lifter may be brought to a suitable position for the exercise of its function.

The Pursuers allege that the Defenders have infringed this invention, and 45
the question which we have to decide is whether the Defenders have used the
Pursuers' lifter or have used a lifter which is substantially the same.

The Defenders use two hydraulic oscillating engines, each placed on a
moveable carriage. The ram is jointed to a lever arm, which again is connected
to the carriage by a pin round which it can turn. The arm can thus be raised 50
from the horizontal to the vertical or slightly past the vertical, and in its motion
it turns the metal. The operation of turning is performed while the metal
rests on the rollers, and it is received and held in position by a corresponding arrn
attached to the arm of the other engine. An<1 while it is thus held the metal
may be pushed along the rollers so as to enter any set of rolls. There is no 5,1
fork. The arms are not connected in any way, and, as I have said, the metal
rests on the rollers throughout the whole operation. Such being the facts, we
have to decide whether the Defenders use the Pursuers' lifter or one
substantially the same. I am of opinion that they <10 not. I think that the
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apparatus specified in the Pursuers' patent and the apparatus used by the
Defenders are quite different, and it seems to me that this is apparent from the
description which I have given of both. The Defenders use no fork which
turns and receives the metal. With them the turning is effected by separate

5 and unconnected arms. It is said that the two arms when brought together
form the Pursuers' lifter. I do not think so; for being unconnected they
cannot form a fork. It seems to me that I have put the case fairly when I
say that the Defenders dispense with the fork, which is the essence of the
Pursuers' invention, and use a separate contrivance of their own to effect the

10 same end. I would not be disposed to look favourably on the Defenders' case
if they used an apparatus which was obviously suggested by the Pursuers'
invention. But I do not think that this can be said of them. It appears to me
that their contrivance has great and original merit.

A point was made for the Defenders based on their use of oscillating
15 cylinders. I do not think that this fact is conclusive in their favour. No

doubt the Pursuers use fixed vertical engines, and it may be a question whether
they specify any others. But in my opinion it would be quite possible to
infringe the Pursuers' patent if the alleged infringer had no other defence than
that he used an oscillating engine.

20 Holding the view which I have expressed, I need not enter on the difficult
question which has been raised as to the validity of the Pursuers' patent. It is
sufficient that there is no infringement of it.

For these reasons I am of opinion that the interlocutor of the Lord Ordinary
should be re-called, and that the Defenders should be assoilzied.

25 LORD TRAYNER.-There are two questions raised here by the Respondents:
(1) whether the Complainants' patent is valid, and (2) assuming that it is
whether the Respondents have infringe-d it. In the view I take of the case it is
not necessary to decide the first question. The second question is, as the Lord
Ordinary has said, a question of fact to be dealt with as a proper jury question.

30 Dealing with it so, DIy verdict is in favour of the Respondents. I think the
proof establishes that the Complainants' invention, and the Respondents', which
is said to be an infringement of it, are both improvements on the older patents
of Euan« and Richards, but that they are distinctly and in essential features
different from each other. These differences were made very clear to us by

35 the description of the models given by the parties respectively in argument, but
it is not necessary here to repeat them. I have come to the conclusion, there
fore, that the Lord Ordinary's interlocutor should be re-called.

The Court recalled the interlocutor oj the Lord Ordinary reclaimed against,
and assoileied the Defenders, with espense«.

40 IN THE HIGH COURT OF JUSTICE, CHANCERY DIVISION.

Before MR. JUSTICE STIRLING.-March 20, 1891.

IN THE MATTER OF EDGE'S TRADE MARKS.

Trade Mark.-Nctme of registered oumer combined ioitb word referring to
character or qualio) of goods.- Word calculated to deceive.s-Rectitication of

45 reqister.c-Patente, &c. Acts, 1883 to 1888, s. 64.
William Edge registered two trade marks for blue, consistinq, one of the uiords

"Edge's Filtered Blue," and the other of those words combined with other
particulars. J. mooed to rectify the register by exp1/;'nglit~g the first mark and
also so mucli of the second as consisted of those toords, or that E. miqh: be

50 ordered to disclaim the exclusive right to those uiords. E.jJut in evidence to
shoto the word" Filtered" did not refer to either the character or the quctlity
of the goods, as the blue did not go through any process offiltration.

Held, that the toord either referred to the character or quality of the goods,
or, if, not, teas calculated to deceive, that in either case the first mark ioas
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